MAR. 8. 2006 ' 7:53PM 



866 741 0075' 



RECEIvdlS 
CENTRAL FAX CENTER 



i.O. 5892 — P. 1/24- 



m 0 8 2008 



TRANSMITTAL 
FORM 

(ta be used for all correspondence after initio filing} 


Application Number 


09/270,710 


Filing D«te 


March 16, 1999 


First Namgd Inventor 


Lawrence F. GLASER 






Group Alt Unit 


3626 






Examiner Name 


Alexander Kalinowski 


Toad Number of ^ages in This Svbiuission 


17 


Atlomcy Dockfil Number 


740388-20 



□ F«e Transmittal Form 
O FocAnached 

Q Amcadmenl / Reply 
After Final 
□ Affida vies/dec ta7^on(s) 
n Exieosidn otTime Request 

□ Express Abwtdonmeiit Request 

n lnibnmti<m Dtscki^ur^ Statement 

Certified Copy of Priority 
Document's) 

Q Response to Missing Pans/ 
IncoiDplete AppJication 

Response to Missing Part& 
under 37 CFR 1 .52 or U3 



ENCLOSUKES (check ati that apiHj^} 



Q Assignment Papers 
ifor cm Application) 

Q Drawuig(fi) 

□ Dedaraiion and Power of Attoraey 
Q Licenising^elated Papcfs 

Q PeiitioD 

□ Petition lo Convert to a Provisional 
ApplicatiOD 

n Power of Attorney, Revocation 

Change of Coirespondmcc Address 
O Tenmnal EMsclaimer 

□ Request for Refund 

D CO. Number of CD(s) 



Remarks 



Q After Allowance Communication to Group 
Q Appeal Comnunncotioin to Board of 
Appeals and bitcrfcrences 

Q Appeal Conununication to Group 
(Appeal Noticop Brief; Reply BHc9 

Q Proprietary Infgnnation 

□ Status Utter 

O Application Data Sheet 

Q Request for Corrected Filing Reeeipt'witb 
Enclosures 

n AS df-ad dressed prq^aid postcard for 
acknowledging rooeipt 

Other lEnc[osnre(«) (please ideaiify 
helowy. 

Corrected Appeal Brief 



The Commissioner b hereby authorized to charge any additional fees 
rafvired or credit any overpayments to Deposit Account No. 19-2380 for the 
above identified docket number. 



Form 
or 

[ndividual name 



Signature 



Dote 



SICNATtiRE OF APPLICANT. ATTORNEY. OR AGENT 



Donald IL Studcbaker- 32,$15 
Nixon Peabody LLP 
401 9* Street, N,W. 
Suite 900 

Washington, D.C 20004-2128 



March 2006 



CERTfflCATE OF MAIUNG OR TRANSMISSION [37 CFR 1.8(a)] 
I hereby certify that this correspondence is being: 

□ deposited with the United States Postal Service on the date shown below with sufficient postage a5 first 

class mail in an envelope addressed to: Mail Stop. , Commissioner for Patents, P. O, Box 1450, 

Alexandria, VA 223 13-1450 



transmitted by fecsimile on the date shown below to the United States Patent and 
(570 273-8300 . 



March 8. 2006 



Date 



Jc Office at 



Pamejg Patrick 



Signature 




Typed or printed name 



PAGE 1124 * RCVD AT 3/8/2006 6:38:45 PNI pastem Standard Time] * SVR:USPTO-EFXRF-2/20 * DNIS:27383flO * CSID:866 741 0075 • DURATION (inin-ss):07-32 



o 
o 



"MAR. 8.2006"' 7:53PM 866 741 0075" 



I Ifc— — 



CENtSiUFAXCEl^rrER "NO. 5892 P, 2/24' 
MAR 0 8 ^00^ Docket No.: 740388-20 



CERTIFICATE OF MAILING 
I hereby certify that diis coirespoadence is being deposited with the United States Postal Service with 
sufficient postage as First Class Mail in an envelope addressed to: Mail Stop Appeal Brief; Commissioner for 
Patents, Washington, D.C. 20231-1450, or being fecsimile transnnitted to the USPTO at 517-273-8300, on 
Mareh 8, 2006. 



Pamela L. Patrick 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 
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For: METHOD OF EMBEDDING 
ADVERTISEMENT IN 
COMMUNICATION 



Confinnation No.: 2842 
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CORRECTED APPEAL BRIEF 

Mali Stop Appeal Brief - Patents 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 223 13-1450 

Sir: 

In accordance with the provisions of 35 U.S.C §134 and 37 C.F.R. §41.37, AppeUant 
submits this Appeal Brief in support of the Notice of Appeal filed July 1, 2005 and to ^peal the 
Examiner's final rejections in the Final Office Action of April 1, 2005 and to respond to the 
Notifications of Non-Compliant Appeal Brief of Fdruary 8, 2006, 

In this Corrected Brief, Appellant has added an "Evidence Appendix", as required by the 
Examiner. However, there is no evidence to submit at this juncture. Further, in the Notification 
of Non-Compliant, the Examiner raised an issue with respect to dependent claims 11 and 13 and 
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required Appellant to point out where in the specification and drawings certain features can be 
found. In response, as Appellant's representative John Guay and Luan Do have discussed during 
a telephone conference with SPE Joseph Thomas on March 8, 2006, Appellant respectfully 
submits herein that only indepaident claims 1, 20 and 24 are argued in accordance with 
§41.37(c)(l)(c)(v), that the patentability of independent claims 1 20 and 24 is not determined by 
the features of dependent claims 11 and 13, and that the dependent clanns stand or fall togeflier 
with their respective independent claim by default. Further, the alleged means plus function 
language in the "means for sending the communication" language in claim Ills a separate issue 
that should not be raised because dq)endent claims are not argued in this Brie^ as set forth 
above. Hence, the alleged issue regarding dependent claims 11 and 13 are improper and should 
be reconsidered withdrawn. 

1. REAL PARTY IN INTEREST 

Lawraicc F. Glaser is the real party in interest 

n, RELATED APPEALS AND INTERFERENCES 

There are presently no appeals or interferaices known to the Appellant, the Appellant's 
representative, or the assignee, which will directly affect or be directly affected by or have a 
bearing on the Board's decision in the pending appeal. 

in. STATUS OF CLAIMS 

For the purposes of this Appeal, claims 1-26 have been regected. Thus, this Appeal is 
taken fi^om the rqection of claims 1-26 as submitted in the Appendix herewift. 

IV. STATUS OF AMENDMENTS 

No amendments have been made to the clanns subsequent to the final rejections staled in 
the Final OfBce Action of April 1, 2005. 

V. SimfMARY OF CLAIMED STTRIECT MATTER 

This Appeal is taken from claims 1-26, of which claims 1, 20 and 24 are independent. 
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With respect to claim 1, the present invention recited therein relates to a method of 
sending an advertiscnient fiom one party to another party. The method includes initiating a 
communication (e.g., e-mail, voice mail, fex, etc.) ftom a data processing system (e.g., PQ of a 
sending party, associating a pre-selected advertisement with the communication within the data 
processing system (e.g-, PC) of the sending party, and transmitting the communication with the 
pre-selected advertisement embedded therein to a receiving party. Support for the claimed 
features can be found at least on, e.g., page 4, lines 16-26, page 5. lines 1-10, page 6, lines 15-27, 
and page 9, line 22 to page 10, line 2 of die specification. 

With respect to independent claim 20, the invention recited therein relates to a method of 
transmitting an electronic communication (e,g-, e-mail, voice mail, fex, etc.) with an 
advertisem^t ftom one party to another party. The method includes locating a data file 
containing signature information on die data processing system (e.g., PC) of the sending party, 
wherein the signature mfonnation being appended to electronic communicatians originating 
from the sender's data processing system, modifying the information stored within flie signature 
data file to include an embedded advertisement, and transmitting the electronic communication 
using the sending party*$ data processing system to the data processing system associated with 
the receiving party. In addition to the support for claim 1 discussed above, support for the 
features of claim 20 also can be found at least in, e.g., Fig. 1, Fig. 3, page 11, lines 1-22, and 
page 20, lines 17-25 of the specification. 

With respect to independent claim 24, the invention recited therein relates to sending an 
advertisement from one party to another party. The differences between independent claim 1 
and independent claim 24 is that claim 24 specifies that the pre-selected advertisement is under 
the local control of the sending party. Support for this feature can be found at least on page 4, 
lines 21-23, page 5, lines 11-20, Fig. 1 and its associated description beginning on page 10, line 
19 to page 11, line 22, page 13, line 13 to page 15, line 15 and Fig. 2, for example. 

The presently claimed invention addresses the effectiveness issue of known methods of 
advertisement, such as internet banners, unsolicited commercial e-mail, etc, (as described in page 
1, second paragraph to page 4, first paragraph of the present application) and provides a method 
for a party sending a telecommunication message to include an advertisement in the message and 
sending the same to a recipient so as to effect a point-to-point advertisement method. 
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According to the presently claimed invention, the sending party can include a. personal 
endorsement in an e-mail, for example, for a product or service used by the sending party. The 
product could be a software or hardware installed and operated on a local computer system used 
and managed by the sending party, and the inclusion of the product advertisement with the email 
resulted firom an election made by the sending party during the installation of the 
software/hardware module, which can only occur if the data processing system is local and mder 
the control of a user of the data processing system, i.e. a sending party. 

The presently claimed invention utilizes a data processing system associated widi the 
sending party. That is, the sending party has control ovar die data processing system and of the 
software or hardware that is installed on the processing system. An example of a user-managed 
data processing system is PC used at home or a workstation at the office that can be connected to 
a receiving party's computer system via a telephone modem, DSL/cable modem, satellite dish, 
LAN, etc. 

An embodiment discussed in page 13, Une 13 through page 15, line 15, and Fig. 2 clearly 
shows that the data processing system associated witih the user is data processing system under 
the local control of the sending party. "Ebds data processing system is user-controUed, in addition 
to being local to the user or sending party, so that he/she can install a peripheral device him or 
herself; and has fldl control over whether or not to add advertisement relating to the peripheral in 

his/her email messages. 

The sender manages the daU processing system, as well as the advertisement option, in 
the prescntiy claimed invention. Using the presently claimed invention, the sending party is 
empowered with the choice relating to the type of advertisement as well as the intended 
recipients so that a grass-root effect can be adiieved and so that sparairung can be avoided. 

VI. GROUNDS OF RE.mCTlON TO BE REVI EWED ON APPEAL 

The ground of rejection to be reviewed on appeal is the rejection of claims 1-19 and 23- 
26 under 35 U.S.C §103(a) as being unpatentable over WO 96/24213A (Goldschmitt et al, - 
hereafter Goldschmitt) in view of Bezos et al. (U.S. Patent No. 6,029,141 - hereafter Bezos), and 
the rejection of claims 20-21 under 35 U.S.C. §103(a) as being unpatentable over Goldschmitt in 
view of Bezos and Uomini (U.S. Patent No. 6,018,761 ~ hereafter Uomini). 
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VII, ARGUMENTS 

ge pardinelhe 6103('a'> reiection of independent c laim 1 over Goldschmitt and Bezos: 
Appellant respectfully asserts that the Examiner has Med to set forth a.prima facie case 
of obviousness, since Qoldschmitt fails to teach, disclose or suggest at least the step of 
embedding the advertisement within the communication or associating at least one pre-selected 
advertisement with the communication within the data system of the sending party, as recited in 
claim 1, and since Bezos faUs to teach, disclose or suggest the step of embedding the 
advertisement within the communication or associating the pre-selected advertisement with said 
communication within the data processing of the sending party, as recited in daim 1. Further, as 
Goldschmitt and Bezos are deficient as noted above, and as there is no suggestion or motivation 
to combine their respective teachings, their combination in the §103(a) rejection is improper. 
Even if Bezos and Goldschmitt were combined, their combination does not teach or suggest all 

of the features of claim 1. 

The Supreme Court, in Graham v. John Deere, set forth the basic test for patentability 

under35U.S.C.§103.^ 

Under § 103, flie scope and content of the prior art are to be detennined; 
differences between (be prior ait and the daims at issue are (o be ascertained; 
and ihe level of oidinaiy sklU in the pertinent art resolved. Against ttus 
background, the obviousness or non-obviousness of flie subject matter is 
determined. Such secondary consideratiom as connnercial success, long felt but 
unresolved need, feihire of others, etc., might be utilized to gjve Ught to the 
circumstances surrounding flie origin of the subject matter to be patented. 

Moreover, minre Ehrreich and Avery, the Court of Customs and Patent Appeals further 
clarified the basic test set forth in Graham v. John Deere? 



■ See Graham v. John Deere, 383 U.S. 1 at 18, 148 USPQ 459 at 167 (1996) 
* See /« re Bhrreich and Avery, 200 USPQ 504, 509-510 (CCPA 1979) 
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We must not here consider a reference in a vacuum, but agaiost the 
background of the other references of record which may disprove difiories and 
speculations in the reference or reveal previously undiscovered or unappreciated 
problems. The question in a § J 03 case is what die references would collectivelY 
suggest to one of ordinaiy skill in flie art /n re Simon, 461 F.2d 1387, 174 
USPQ 114 (CCPA 1972). It ia only by proceeding in this manner that we may 
fairly detennioe flie scope and content of fte prior art according to the mandate 
ofGraham v. John Deere, 383 US 1, 17. 148 USPQ 459, 467 (1966)(Emphasis 
in original.) 

It should be noted that three criteria must be met to establish a prima facie case of 
obviousness.^ Fiist, there must be some teaching, suggestion or motivation to do so found either 
in the references themselves or in the knowledge generally available to one of ordinary skiU in 
the art.* Second, there must be a reasonable expectation of success.^ Last, the prior art must 
teach or suggest all the claim limitations.* 

Initially, in the Final Office Action maUed April 1 , 2005, the Examiner stated on page 3: 

"Goldschmitt does not &(pUcitly disclose embedding the advertisement within the 
communication, associating the preselected advertisement with said communication yvithm the 
user-managed data processing system. " 

However, AppeUant notes that the present language of claim 1 actually reads as follows: 

"... associating at least one preselected advertisement with said communication 
within the data processing system of the sending party: and , jj j 

transmitting said communication with said at least one advertisement embedaea 
therein to the recipient. " 

Hence, the Examiner recycled his rejections fifom a previous Office Action while 
ignoring the pending claimed features. Appellant therefore submits that the final Office Action 
of April 1, 2005 is improper. Notwithstanding lhe Examiner's consistent recycling of old 
rejections, as will be shown in additional examples herein. Appellant respectfiiUy responds to the 
rejection herein based on presently claimed features of claim 1 . 



* Sce/« re Fine, 837 F.2d 1071, 5 USPQ2d 1596 CFed. Cir. 1988). 
' See/n reRhmehari, 531 F.2d 1048. 189 USPQ 143 (CCPA 1976) 
« See In reRoyka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974). 



PAGE 712* ' RCVD AT 3/812006 6:38:45 PM [Eastern Standard Time] « SVR:USPTO-EFXRF-2I20 « ONIS:27383flO « CSID:866 741 0075 ' DURATION |inin-ss):07-32 



"MAR. 8. 2006" 7:55PM ' 866 741 0075 NO. 5892 P. 8/24 

Docket No.: 740388-000020 
Page 7 of 23 

In the rejection of claim 1 of the Office Action mailed April 1, 2005. the Examiner 
asserted that Bezos discloses embedding the advertisement within the commnnication and 
associating the preselected advertisement wiHi said communication within the user-managed data 
processing system, Tlie Examiner dted col. 1, lines 56-61 and col. 8, lines 59 - col. 9, lines 50- 
55 of Bezos as support and alleged that Bezos owes the deficiency of Goldschmitt. However, 
prior to responding to the Examiner's allegation, and in order to better understand the 
Examiner's interpretation of Bezos, Appellant will now discuss the Examiner's previous Office 
Actions that AppeUant deems essential to shed light on tiie Examiner's final rejections in the 

Office Action of April 1, 2005. 

For example, in the Office Action of September 9, 2004, the Examiner states that ♦'Bezos 
discloses embedding the advertisement within the communication and associating the pre- 
selected advertisement with said communication within the user-managed data processing 
system (i.e. can disseminate catalogs... e-maU newsletters... that include the associate's reviews 
and/or recommendations on specific products sold by the merchant)". In another example, in 
the interview of December 29, 2004, the Examiner clarified his position in contending that the 
"associate" of Bezos is equivalent to the sending party, and the "customer" of Bezos is 
equivalent to the recipient of Appellant's presently claimed invention. Also, the Examiner stated 
in the interview that the graphic icon hyperlink 600 in Fig. 6 of tfie Bezos reference is the 
advertisement, and that the "catalog" 120 includes a communication message 606 in Fig. 6 of 
Bezos. Hence, accoixiing to the Examiner. Fig. 6 of Bezos, in combination with the teaching of 
Goldschmitt, teaches, discloses or suggests Appellant's claim 1, which pxeviously included 

claimed steps of; 

initiating a communication from a data processing system of a 

sending party: 

associating at least one preselected advertisement 
with said communication within the data processing system of 

the sending party; and 

transmitting said commvtnication with said at least one 
advertisement embedded therein to the recipient, 

wherein said at least one advertisement optionally 
includes a hyperlink 
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Returning now to the rejection of claim 1 in the Final Office Action of April 1, 2005, 
AppeUant respectfully asserts that the Examiner-cited text of Bezos discloses a software system 
and method for enabling an Internet sales merchant, to market and sell goods in cooperation with 
Web sites or other networks sites of respective business partners, referred to as "associates." The 
merchant can enroU as an associate, and can disseminate catalogs (web documents, PUSH 
documents, e-mail newsletters, etc.) that include the associate's reviews and/or recommendations 
on specific products sold by the merchant The associate catalog documents referred to by the 
Examiner is die catalog document 120 (i,e., HTML documents or web pages in Fig. 6) include 
product-specific hyperlinks (i.e., referral links 600 or 608), and a statement 606 direcUy related 
to the product referred to in the referral hyperlink. Appellant respectfiilly asserts that the 
disseminated catalogs (i.e., HTML web pages selling products) of Bezos do not have 
advertisements embedded therein as required by the pending claims, and that the catalog 
document 120 with referral hyperHnk 600 or 608 is unhke AppeUant's communication and pre- 
selected advertisement. 

In other words, contraiy to the Examiner's understanding, Bezos does not teach the 
association of advertisements in a communication and transmitUng the communicating with the 
embedded advertisement to a recipient. Instead, as disclosed by Bezos, an "associate" web site 
provides a hypertcxtual "referral link" that allows a customer visiting the associate's web site to 
link to the merchant's web site by cUcking on a "referral link" to initiate purchases of products 
from the merchant, which subsequently allows the merchant to identify the product and its 
referring associate. 

In Bezos, the referral hyperlink (600 or 608) displayed in an HTML catalog document 
120, as shown in Fig. 6 of Bezos, is an essential component in a software system and method for 
enabling an Intemet sales merchant (e.g.., Ama20n.com), to market and sell goods to 
"customers" in cooperation with Web sites or other network sites of respective business partners, 
referred to as "associates," The referral hyperUnk of Bezos includes a unique product ID, the 
unique store ID associated with a paiticular associate, and an optional associate commission ID 
from the URL data string represented by die referral hyperlink. 
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FuHher, the invention of Bezos, as interpreted by the Examiner, requires an interaction 
between the "customer," the "associate" and the "merchant," and the essential feature which 
enables the business paradigm to work is the referral hyperlink. Hiat is, without the referral 
hyperlink or the existence of the "merchant", the system or process of Bezos would not work. In 
combining Bezos with Goldschmitt, the Examiner essentially ignored the criticality of the 
function of the "merchant" and of the real function of the referral hyperlink of Bezos. In other 
words, the Examiner failed to consider that the critical '^merchant" taught in Bezos has no simUar 
limitation or equivalent function in AppeUant's claimed invention or in that of Goldschmitt, and 
that the Examiner failed to consider the teaching of Bezos in its entirety in estabUshing a prima 
facie case of obviousness (SeeMPEP 2141.02 p. 2100-122 Rev. 1, Feb. 2003). 

Unlike Ae catalog document 120 of Bezos which must include the referral hyperlink 600 
or 608, Appellant's invention, as recited in claim I, does not require a hyperlink. Appellant will 
discuss this important point below. 

According to the Interview Summary dated March 30, 2004, the Examiner acknowledged 
and agreed with Appellant that the advertisement in Bezos is a hyperlinked document itself; 
whereas the embedded advertisement in the presently claimed invention can but need not include 
a hyperlink, whidi is not itself the embedded advertisement Accordingly, AppeUant's 
understood such admission and the discussion during the interview meant that if a clear 
distinction between a hyperlink and an embedded advertisement is made, the application would 
be passed to allowance. Hence, to advance tiie appUcation toward allowance. Appellant 
amended claim 1, as weU as independent claim 20, in the Amendment filed May 26. 2004 to 
provide distinction between an advertisement and a hyperlink and thereby overcome Bezos, 
niat is, Appellant amended claims 1 and 20 by further reciting the clause "wherein said at least 
one advertisement optionally include a hyperlink", as there is no such distinction between a 
hyperlink and an advertisement disclosed or suggested by Bezos. 

Subsequent to the Amendment fUed May 26, 2004 wherein the distinction between a 
hyperlink and an advertisement was made by claim amendments, the Examiner changed is 
interpretation and asserted in the Office Action mailed September 9, 2004 that there is no 
distinction between a referral hyperlink and an advertisement in Bezos, hence the referral 
hyperlink of Bezos is allegedly equivalent to Appellant's claimed embedded advertisement. 
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The Examiner further stated that even the hyperlink displaying the product (i.e.. Fig. 6, 
unit 600) is a fonn of advertisement that is imder the control of the associate, that the associate's 
reviews, editorial description, and recommendations aU constitute a fonn of advertisement. That 
is, the Examiner broadly concluded that anything that can he seen or heard is a form of 
advertisement. Hence, the referral hyperlink 600 or 608 of Fig. 6 of Bezos is stiU interpreted 
as an embedded advertisement by the Examiner and that the distinction between a hyperlink and 
an embedded advertisement made in the Amendment filed May 26, 2004 did not overcome 
Bezos. Note that the aforementioned assertion made by the Examiner is inconsistent with the 
Exaimner's statement made in the Interview of December 29, 2004, wherein the Examiner 
clarified that the graphic icon hyperlitik 600 in Fig. 6 of the Bezos reference is the 
advertisement, and that the "catalog" 120 includes a communication message 606 in Fig. 6 of 
Bezos. 

In response to the Examiner's assertion that "anything that can be seen or heard is a form 
of advertisement", Appellant again amended claims 1 and 20 in the Amendment filed 
January 10, 2005 and the Request for Continuing Examination March 10, 2005 to effect entry of 
the Amendment filed January 10, 2005. The Amendment filed January 10, 2005 was to delete 
the language "wherein said at least one advertisement optionally includes a hyperlink" in 
independent claims 1 and 20, and to add new dependent claims 25 and 26. which depend fiom 
claims 1 and 20, respectively, to recited this feature and to thereby invoke the doctrine of claim 
differentiation. In re Karlin Tech., Inc. v. Surgical Dynamics, Inc., 177 F.3d 968, 971-72 (Fed. 
Circ. 1999), In re Innova/Pure Water. Inc. v. Safari Water Filtration Systems, Inc. (381 F.3d 

111 1; 2004 U.S. App.). 

Appellant respectfiilly submits that the amendment to claims 1 and 20 in the Amendment 
filed May 26, 2004 to add the clause "wherein said at least one advertisement optionally includes 
a hyperlink" clearly distinguish an embedded advertisement fiom a hyperUnk. Further, the 
distinction between a hyperlink and an advertisement was made stronger by invoking the 
doctrine of claim differentiation in the amendment to claims 1 and 20 in the Amendment filed 
January 10, 2005 (which later was entered by filing an RCE) as discussed above. 
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The doclrine of claim differentiation means that limitations stated in dependent claims ai« 
not to be read into the independent claims &om which they depend (In re Karlin Tech, supra). 
Ihis interpretative tool stems from the common sense notion that different words or phrases used 
in separate claims are presumed to indicate that the claims have different meanings and scope. 
Dependent claims 25 and 26 clearly differentiate from the meaning and scope of independent 
claims 1 and 20, respectively. In other words, by separating the feature wherein the at least one 
advertisement includes a hyperlink, Appellant has clearly distinguished a hyperlink from an 
embedded advertisement. TTiat is, in Appellant's claimed invention, referral hyperlinks are not 
themselves an advertisement, which is inherently different from the Examiner's interpretation of 

the referral hyperlink of Bezos. 

Again, in contrast with Appellant's claimed feature, the Examiner interprets Ae refenral 
hyperlink of Bezos as a form of advertisement The Examiner also interprets the Associate's 
reviews, recommendations, etc., as an advertisement. Hence, there is no differentiation between 
hyperlink and an advertisement, according to flie Examiner. Incidentally, as the Examiner stated 
that everytWng can be an advertisement, including hyperlinks and Associate's reviews and 
comments recommending a product, the Examiner left no explanation for what in Bezos is 
equivalent to Appellant's claimed commmiication and what is an advertisement embedded m the 
communication. 

As set forth above, Bezos' internet-based customer referral system is clearly different 
from the method of transmitting a communication including an advertisement of the presentiy 
claimed invention. Further, Bezos' intemet-based customer referral system is clearly different 
from the method of providing free e-mail messaging to end-users of Cioldschmitt. 

In view of the above^presented summary and arguments, AppeUant respectfully asserts 
that Bezos does not teach, disclose or suggest Appellant's claimed features of associating at least 
one pr<^selected advertisement with said communication within the data processing system of 
the sending party, and transmitting said communication with said at least one advertisement 
embedded therein to the recipient, as presentiy recited in claim 1. Appellant respectfuUy asserts 
that Bezos in combination with Goldschmitt still fails to teach, disclose or suggest all the claimed 
limitations, and tiiat there is no motivation to combine Bezos' teaching with that of Goldschmitt 
to arrive at Appellant's invention as recited in claim 1. 



PAGE12124*RCVDAT»06 6:38:45 PMlEairtem Standard Tline]«SVR:USPTaEFXIV-2120»DNS^^^^^ 



"MAR. 8. 2006' 7: 57PM 866 741 0075 NO. 5892 P. 13/24 

Docket No.: 740388-000020 
Page 12 of 23 

Regaiding the §1 0^fa-> reiectinn of indepe n dent claim 24 over Goldschmitt and Bezo s: 

The difference between independent daim 1 and independent daim 24 is that daim 24 
further recites 'Svherdn the pre-sdected advertisement is under the conlrol of the sending party. 
Hence, Appellant's arguments set forth above with respect to daim I are also applicable to the 
rejection of daim 24. 

The Examiner asserted that Bezos teaches that the pre-sdected advertisement is under the 
control of the sending party and hence, cures this defidency of Goldsdmiitt In response. 
Appellaat would like to traverse the rejection for the reasons provide below. 

Prior to discussing the invention of daim 24. Appellant would like to summarize the 
disclosed invention of Goldsdmiitt. Goldsdnnitt's invention relates to a mdhod for providing 
free email messaging to end-users, wherein the free email messaging is supported by sponsors 
who advertise their products and services by appending an advertisement to an email message 
after a special deliminator. In the operation of an aspect of Goldschmitt's invention, an email 
message sent by a sendesr is recdved and stored at a remote mail server a.ssodated with 
.Hv^Tti^ement sponsors . Upon request by an addressee to download a message, a» advertisement 
is sdected and appended to the email message after a spedal deliminator, then the email and the 
appended advertisement is sent to the addressee (see page 3, lines 18-28 of Goldsdmiitt). 

The method of ddiveiy of an advertisement in the system for providing free email service 
of Goldsdimitt is specifically designed for providing, among other things, a spedfic 
advertisement at a spedfic targeted time of the day. Therefore, an advertisement is appended to 
an incoming email as the email is downloaded by the addressee from the email server (see page 
4, line 26 to page 5, line 19 of Goldschmitt). Moreover, in Goldschmitt, the appending of an 
advertisement to an email is performed at a remote mail server assodated with the sponso rs. 

In contrast with Goldschmitt, daim 24 of the present invention recites, among other 
features, the pre-sdected advertisement is under the control of the sending party. As presented 
above, the present invention addresses the effectiveness issue of known methods of 
advertisement, such as internet banners, unsolicited oommerdal e-mail, etc, and provides a 
method for a party sendmg a telecommunication message to include an advertisement in the 
message and send the same to a recipient so as to effect a point-to-point advertisement method. 
According to dahn 24, the email includes an embedded advertisement for a product or service 
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iised by the sending party. The product could be a software or hardware installed and operated 
on a local computer system used and managed by the sending party, and the inclusion of the 
product advertisement with the email resulted from an election made by lie sending party during 
the installation of the softwareAiardwaxe module, which can only occur if the data processing 
system is local and managed by a user, i.e. a sending party. 

To accomplish the above^scussed objectives, the presently claimed invention utilizes a 
data piocessing system associated with the sending party. More specificaUy, the data processing 
system is local to the sending party, Hiat is, the sending party has control over ihe data 
processing system and of the software or hardware ihat is installed on ihe processing system. An 
example of a data processing system under the local control of the sending party is a PC used at 
home or a workstation at the office that can be connected to a remote computer system via a 
telephone modem, DSL/cable modem, satellite dish, LAN, etc. 

An embodiment discussed in page 13. line 13 through page 15, Une 15, and Fig. 2 clearly 
shows that the data processing system associated with the user is a locally controlled data 
processing system. iHs data piocessing system is user-managed, in addition to being local to 
and of the sending party, so Ihat he/she can install a peripheral device him or herself, and has full 
control over whether or not to add advertisements relating to the peripheral in his/her email 
messages. On the other hand, in the invention of Goldschmitt, subscribers of fiee email are 
provided with no choice but to have emaU advertisement appended to their messages. Further, 
subscribers of free email messaging have no control over the products, or services that are 
advertised by the sponsors. As such, spamming would be considered as an effect of utilizing 

Goldschmitt's invention. 

Further, the center 20 and email server 18 of Goldschmitt are not managed by or under 
the local control of the user or email sender. That is, the sending party does not have control or 
management of Goldschmitt center 20 and email server 18 to perform the steps recited in 
Appellant's pending claims. As disclosed in Fig. 1, page 8, line 26 - page 9, line 2, Goldschmitt 
teaches that a message sent by user 12 to user 20 and is stored at center 18 until user 20 accesses 
it. When user 20 commands to read the message, the center 1 8 then appends an advertisement, if 
any, to the message and transmits the message to user 20. 
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Appellant respectfully submits that, in addition to being deficient in disclosing or 
suggesting initiating a communication from a data processing system of tbe sending party, 
Goldschmitt teaches away fiom the concept wherein the pre-selected advertisement is under the 
local control of the sending party, as set forth in independent claim 24. As Goldschmitt teaches 
away from the concept of pre-selecting advertisement being under the control of the sending 
party, combining Goldschmitt with Bezos, which allegedly teaches pre-selecting advertisement 
being under the control of the sending party, is improper. 

With respect to Bezos, the Examiner asserted that 'Bezos disclose the pre-selected 
advertisement is under the local control of the sending party (i.e., unit 120)(see Fig. 1 and col. 6, 
lines 59-67)" and that "It would have been obvious to one of ordinary skUl in the art at the time 
of AppeUanfs invention to include the aforementioned limitation as disclosed in Bezos within 
Goldschmitt for the motivation stated above for claim 1." In response to the Examiner's 
assertion, Appellant notes again that the limitation 120 of Bezos represents a product catalog 
document, i.e. HTML doannent or web page, with link to a URI^ as shown in Figs. I and 6 and 
col 11, 43-62, for example. The product catalog document 120, as shown in Fig. 6, contains a 
testimonial 606 of a product or service referred to in hyperlink 600 or 608, which direct a viewer 
of the document to a merchant web site where the product or service could be purchased. 

AS discussed above, the referral link of Bezos includes a unique product ID, the unique 
store ID associated with a particular associate, and an optional associate commission ID from the 
URL data string represented by the referral hyperlink. Without the referral hyperlink in the 
product catalog document 120, the disclosed method that enables internet commerce in Bezos 
would not work. 

As discussed above, the Examiner continually asserted that the referral hyperlink of 
Bezos is the embedded advertisement. However, Appellant notes that claim 24 of the present 
appUcation does not require a hyperlink. In other words, Aprellant's daim^ embedded pre- . 
..w^ .Hv^.^ent does n»t r^ uir^. a hvnerlinlf mA in itself is not f. hyperlink, and Appellant 
m^rft. a dear and unmi<^^V:^T^lft distincti on between a hYP<-r 1ink and an advertisement in the 
prnsemtion histoTv of claims 1 and a>» disciLssed above. Tlierefi>re. Bezos does not teach, 
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disclose, or suggest Appellant's pre-selected advertisement and associating the pre-selected 
advertisement is Tinder the local control of the sending party, as recited in claim 24. , 
Accordingly, Appellant respectfoUy submits that the combination of Goldschmitt and Bezos in 
the rejection of claim 24 is improper and a prima facie case of obviousness has not been 
established. 

T^^ parding the SlO^^a^ rejection nf independent claim 20 over G oldscl^mitt. Pezos and 
Uomini: 

In the rejection of claim 20, the Examiner asserted "Goldschmitt does not explicitty 
disclose embedded the advertisement within the communication", "associating the preselected 
advertisement with said communication within the user-managed data processing system 
wherein said at least one advertisement optionally includes a hyperlink". 

As a side note, Appellant respect&lly submits that the Examiner recycled the same 
rejection made on page 3 of the Office Action mailed Sepl«nber 9. 2004, and that tiie Examiner 
ignored the amendment to claim 20 submitted in the Amendment filed January 10. 2005, which 
subsequently was entered by fiUng a RCE, as noted above. Moreover, the Examiner rejected 
features that are not recited in claim 20. Hence, in responding to this rejection. Appellant will 
focus on the claimed features of currently p«»ding claim 20. 

To cure the above-mentioned deficiency of Goldschmitt, the Examiner cited Bezos. 
However, notwithstanding the fact that the Examiner iqected unclaimed features, AppeUant 
notes that these feataares have been discussed, as set forth above in relation to the rejection of 
claims 1 and 24 over Goldschmitt and Bezos. 

hi the rejection of claim 20, the Examiner then admitted that both "Goldschmitt and 
Bezos do not expUcitiy disclose tiie step of locating a data file containing signature information 
on the data processing system associated with the sending party, said the signature information 
being appended to electronic communications originating fiom the user managed data processing 
system associated with the sending party, modifying information stored within said signature file 
to include an advertisement; and said electronic communication including said information 
stored within said signature file including said advertisement." To cure the deficiencies of 
Goldschmitt and Bezos, the Examiner applied Uomini and contended that Uomini discloses the 
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signature block whidimay contain business infomation (i.e. advertisement) (coL 5. lines 10-12). 
That is, the Exaniiner asserted that the vCard attached to an e-mail message as disclosed in 
Uomini encompasses Appellant's claimed step of modifying the infomiation stored within the 
signature ffle to include an advertisement. In response, Appellant respectftilly asserts that the 
combination of Uomini with Goldschraitt and Bezos is further improper at least for the reasons 
provided below. 

In response to the Examiner's rtgection. Appellant respectfully directs ihe Board to the 
first paragraph of page 14 of Goldschmitt. It is specifically disclosed therein that advertisement 
attached to an electronic mail without interfering with the integrity of the message data contained 
within the electronic mail. Therefore, it would be contrary to the teaching of the primary 
reference to Goldschmitt to modify the information stored within the signature file to include at 
least one advertisement, as recited in Appellant's claim 20. 

The Examiner asserted during Ihe Interview of December 29, 2004 that ihe vCard being 
attached to an e-mail message as disclosed in Uomini encompasses AppeUant's claimed step of 
modifying the information stored within the signature file to include an advertisement 
However, Uomini merely discloses a system for adding to an electronic mail message context 
informati'on regardless of whether or not the sender includes context information. Context 
information is information such as full name, address, telephone number, etc. The context 
infonnation assists the receiver of electronic mail messages in identifying sender and/or where 
the electronic mail has originated 

Appellant respectfully submits that Uomini does not teach, disclose or suggest embedded 
advertisement, and that Uomini does not suggest or motivate modifying the information stored in 
the signature file to include an advertisement as recited in claim 20. Further, as the Examiner 
interprets the vCard as an advertisement attached to an electronic mail message, and as the 
Examiner stated that anything that can be seen or heard is a form of advertisement, &e Examiner 
is improperly stretching the meaning of embedded advertisement beyond the scope of this instant 
invention as weU as beyond the scope of the cited prior art references. 

According to col. 2, lines 34-44 of Uomini. a vCard can be attached to an e-mail 
message, or can be used outside of a mail system, to present a user's "business card" data in a 
standardized fonnat. -Business card" data is that data which normally appears on a business card, 
such as name address, telephone number, alternate number, e-mail address, picture, ete.. as well 
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as other identifying infonnation which might be added to a business card when it becomes an 
electronic business caid, such as a video or audio clip. Appellant respectfully submits that 
Uomini does not teach, disclose or suggest Appellant's claimed step of modifying the 
infonnation stored within a signature file to include at least one advertisement, and that the 

vCaid is not a signature file. 

The vCard disclosed in Uomini is an electronic business card having a standard 
established by a consortium, and vCard is attached to an e-mail message or used outside of an e- 
mail system, as noted by Uomini. Appellant respectfully asserts that vCaids cannot be and are 
not to be inserted or embedded into an e-mail signature file. 

It is well setfled that when combining the references in order to support a prima fade 
case of obviousness, the references must be considered in their entirely. It is furflier setded that 
the mere feet that the prior art may be modified to reflect features of the claimed invention does 
not make the modification and hence the claimed invention obvious unless the desirabiUty of 
such modification is suggested by the prior art itself (MPEP §2141). As Goldschmitt clearly 
teaches that the integrity of an electronic mail cannot be compromised, and as Uomini does not 
teach, disclose or suggest modifying the information stored in the signature file to include an 
embedded advertisement, the combination of Goldschmitt, Bezos and Uomini is improper. 
Further, die Examiner's assertion that it would be obvious to combine Goldschmitt with Bezos 
and Uomini clearly ignore the requirement that the references must be considered in their 
entirety. 
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Accordingly, fi>r at least the reasons outlined above. Appellant respectfully submits 
prima fade case of obviousness has not been established in the rejection of the pending clai 
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VIIL CLAIMS APPENDIX 

L (Previously Presented) A method of transmitting an advertisement from a 
sending party to a receiving party comprising the steps of: 

initiating a communication from a data processing system of a sending party; 

associating at least one pre-selected advertisement with said communication within the 
data processing system of the sending party; and 

transmitting said communication with said at least one advertisement embedded therein 
to the recipient. 

2. (Previously Presented) The method of claim 1, fiarther comprising the steps of: 
offering to a user an option of becoming an advertiser, and 

enabling, if the offer is accepted, a procedure within said data processing system by 
which the at least one advertisement is associated with the conmiunication. 

3. (Previously Presented) The method of claim 1, wherein the at least one 
advertisement is related to at least one of software or hardware operable with the data processing 
system. 

4. (Original) The method of claim 1, wherein the communication is at least one of 
e-mail, fecsimile, voice-over-IP, voice-over-Intemet, voice mail, video mail, video 
teleconferencings and an animated presentation. 

5. (Previously Presented) The method of claim 1, wherein the at least one 
advertisement is sent for a pre-selected time period. 

6. (Previously Presented) The method of claim 1, wherein the at least one 
advertisement is sent up to a pre-selected number of times. 
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7. (Previously Presented) The method of claim 1, wherein the at least one 
advertisement is electronically obtained from a third party data processing system. 

8. (Original) The method of claim 2, wherein the user is compensated for accepting 
the offer to become an advertiser, 

9. (Previously Presented) The method of claim 1, wherein the at least one 
advertisement is at least one of visual and aural. 

10. (Previously Presented) The method of claim 2, wherein the at least one 
advertisement is incorporated in setup software for one of software and hardware. 

1 1 . (Original) The method of claim 2, wherein means for sending the communication 
comprises at least one of an e-mail cUent, a faosunile system, a voice-over-IP system, a voice- 
over-Internet system, a voice mail system, a video mail client, and a video teleconferencing 

system. 

12. (Original) The method of claim 2, further comprising offering to a recipient of 
the communication and advertisanent an option of being an advwtiser. 

13. (Original) The method of claim 12, wherein said step of offering to a recipient of 
the communication and advertisement an option of being an advertiser includes fraud avoidance 
means for reducing or eliminating fraud associated with the transaction. 

14. (Previously Presented) The method of claim 7. wherein said at least one 
advertisement is electronically obtained from a third party data processing system usmg the 
Internet 

15. (Previously Presented) The method of claim 1, wherein the at least one 
advertisement is displayed to a recipient during a period of at least one of before, during and 
after the communication. 
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16. (Previously Presented) The method of claim 1, wherein the data processing 
system is at least one of a computer and telephone. 

17. (Previously Presented) The method of claim 2, wherein the at least one 
advertisement is embedded in the commxinication by a third party. 

18. (Previously Presented) The method of claim 1, wherein said at least one 
advertisement is determined at least in part by the recipient's demographic. 

19. (Previously Presented) The method of claim 18, wherein said demographic is at 
least one of location, language, gander, age, income, and physical handicap. 

20. (Previously Presented) A method of transmitting an electronic communication 
including at least one advertisement fiom a data processing system of a sending party to a data 
processing system of a receiving party comprising the steps of: 

locating a data file containing signature information on the data processing system of the 
sending party, said signature information being upended to electronic commumcations 
originating from the sender's data processing system; 

modifying the information stored within said signahjre file to include at least one 
advisement; and 

transmitting an electronic communication using the sender's data processing 
system to the data processing system associated with the recipient, said electronic 
communication including said information stored within said signature file including said at least 
one advertisement 

21. (Previously Presented) The method of claim 20, wherein said signature file is 
associated with an e-mail Client operating on said data processing system of the sending party. 

22. (Previously Presented) The method of claim 1, wherein assodating said at least 
one pre-selected advertisement with said communication further comprises associating a 
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personal testimonial by said sending party thereby lending credibility to said at least one 
advertisement 

23. (Previously Presented) The method of claim 1, wherein the pre-selected 
advertisement is under the local control of the sending party. 

24- (Previously Presented) A method of transmitting an advertisement from a 
sending party to a receiving party comprising the steps of: 

initiating a communication from a data processing system of a sending party; 

associating at least one pre-selected advertisement with said commxaucation within the 
data processing system of the sending party, wherein the preselected advertisement is under the 
local control of the sending party; and 

transmitting said communication with said at least one advertisement embedded therein 
to the recipient. 

25. (Previously Presented) A method of transmitting an advertisement from a sending 
party to a receiving party of daim 1, wherein said at least one advertisement includes a 
hyperlink, 

26- (Previously Presented) A method of transmitting an electronic communication 
including at least one advertisement from a data processing system of a sending party to a data 
processing system of a receiving of claim 20, wherein said at least one advertisement includes a 
hyperlink. 
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EVroENCE APPENDIX 
There is no related evidence in this Appeal. 
RELATED PROCEEDINGS APPENDIX 
There are no related proceedings to this Appeal. 



PAGE 24124 ' RCVD AT 318/2006 6:38:45 PM [Eastern Standard Time] ' SVR:USPTO-EFXRF-2I20 * DNIS:2738300 ' CSID:866 741 0075 ' DURATION (min'SS):07<l2 



